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Application Nutnber 10/677,635 

Amendment dated Januaiy 17, 2008 

Response to Office Aaion mailed October 1 7, 2007 

REMARKS 

In Ais response, claims 36-46 are cancelled as drawn to a non-elected invention, and 
Applicants reserve the right to file at a later date a divisional application related to the subject 
matter of these claitns. Following this amendment, claims 47-50 are pending in the application. 

In view of the above amendments and the follovwng remarks, Applicants respectfiiUy 
request further examination of the application and reconsideration of the rejections set forth m 
the Office Action dated October 17, 2007. 

Claim Reiectiims Under 35 U.S.C. SS 10 2n>> and 103ra'> 

Claims 47-50 stand rejected under 35 U.S.C. § 102(b) as anticipated or, in the alternative, 
under 35 U.S.C. § 103(a) as obvious over: (1) McShane et al. (U.S. Patent No. 6,398,986; 
hereafter McShane '986); (2) McShane et al (U.S. Patent No. 6,613,250; hereafter McShane 
•250); and (3) Goedde et al. (U.S. Patent No. 6,726,857; hereafter Goedde). Applicant 
respectfully traverses the rejection. The cited references Ml to disclose each and every feature of 
the claimed invention, as required by 35 U.S.C. § 102(b), and provide no teaching that would 
have suggested the desirability of modification to include such features. 

(1) McShane '986 

In paragraph 5 of the Office Action, col. 4, lines 53-67 of McShane '986 is cited as 
teaching a vegetable oil based fluid that maybe admixed with an additional oil blend such as 
mineral oil, wherein said blend of mineral oil comprises less Hxm 50% by weight of oUict 
additives such as antioxidants and pour point depressants. 

Column 4, lines 49-66 of McShane '986 read as follows, in patinent part (emphasis 

added): 

The vegetable oils of the invention may be used alone or may be blended together 
with one or more other vegetable oils. In appropriate circumstances, a vegetable 
oil or vegetable oil blend may also be combined with a minor amount of one or 
more synthetic oils, imluding mineral oils. When a vegetable oil or vegetable oil 
blend is combined with one or more synthetic oils, the amount and/or character of 
the non-vegetable oi l component of the resulting blend should not interfere with 
the beneficial properties of the vegetable oil fluid... Where such blends are 
employed, the bleruJ should contain less than 50 percent by weight ofapetroleum- 
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derived mineral oil. preferably less than 30 percent by weight, more preferably 
less than 20 percent by weight,.. 

Li view of the above, McShane '986 is clearly directed to dielectric fluids including at 
least one vegetable oil and less than 50% by weight of a xntneral oil. lo cotitrast, the present 
method requires that mineral oil be the major component of the dielectric fluid, with vegetable 
oils making up between 5 and 25 wt% of the fluid. The dielectric fluid further includes ftom 0.1 
to.2.5 wt»/o of an antioxidant. Therefore, McShane '986 foils to teach or suggest the presently 
claimed dielectric fluid composition, and likewise fails to teach or suggest the presently claimed 
method in which this composition extends the service life of paper on paper-wrapped conductors 
in an electrical device. 

In order to support an anticipation rejection under 35 U.S.C § 102(b), it is well 
established that a prior art reference must disclose each and every element of a claim. The 
Examiner has failed to establish that McShane '986 disclose each element of the present claims 
47-50, so the rejection under 35 U.S.C. 102(b) is improper. Further, since McShane '986 fails to 
teach or suggest the subject matter of the present claims 47-50, extended paper life would not 
have been an inherent resuh of using his compositions in an electrical device. 

In addition, McShane '986 provides no teaching, suggestion or motivation for one of 
oidinaty skill to modify his dielectric fluid composition to provide the presently claimed 
composition, and based on his teachings there is no indication that such a modification would 
have a reasonable chance of success. Therefore, Applicants respectfhlly submit that the subject 
matter of claims 47-50 is not obvious under 35 U.S.C. § 103(a) over McShane *986. 
Reconsideration and withdrawal of the rejections are respectfiilly requested. 

(2) McShane '250 

Col. 4, line 53 to col. 5, line 3 of McShane '250 is substantially identical to the cited 
passage from McShane '986 above. For the same reasons, the subject matter of claims 47-50 is 
neither anticipated under 35 U.S.C. § 102(b) nor obvious under 35 U.S.C. § 103(a) over 
McShane '250. Reconsideration and withdrawal of the rejections are respectfully requested. 
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(3) Goeddc 

The Gocdde reference states that mineral oils are not environmentally safe,' and teaches 
that certain mixtures of particular classes of corapounds satisfy both electrical and environmental 
requirements for use as dielectric fluids in electrical devices: aromatic hydrocarbons, 
polyalphaoiefins, polyol esters and triglycerides derived from vegetable oils? Therefore, Goedde 
fails to teach or suggest the presently claimed blends of mineral oils and vegetable oils, and fails 
to recognize or appreciate the benefits to extended paper life that certain mineral oil/vcgetable oil 
blends can provide. Further, since Goedde fails to teach or suggest the subject matter of the 
present claims 47-50, extended paper life would not have been an inherent result of using his 
compositions in an electrical device. 

In feet, Goedde teaches away ftom the use of nuneial oils, and based on the disclosure in 
Goedde one of ordinary skill in the art v»rould not have any incentive to modify his fluid 
compositions to provide mineral oil/vegetable oil blends that arc predominately mineral oUs. For 
at least these reasons, Applicants respectfully submit that the subject matter of claims 47-50 is 
neither anticipated under 35 U.S.C. § 102(b) nor obvious under 35 U.S.C. § 103(a) over Goedde. 
Reconsideration and withdrawal of the rejections are respectfiilly requested. 



' Goedde, col. 6, lines 14-27. 
^M. at col. 16, lines 57-67. 
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JAN 1 7 2008 

CONCLUSION 

All claims in this s?)plication are in condition for allowance. Applicant respectfully 
requests reconsideration and prompt allowance of all pending claims. 

Please charge any additional fees or credit any overpayment to deposit account number 

50-1778. 

If questions remain regarding the above, or if the Examiner wishes to discuss any aspect 
of this application, please contact the undersigned. 



Date: 

January 17. 2008 

SHUMAKER & SIEFFERT, P.A. 
1625 Radio Drive, Suite 300 
Woodbury, Minnesota 55125 
Telephone; 651.735.1100 
Facsimile: 651.735.1102 




Reg. No.: 33,242 
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